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In Helsinn Healthcare S.A. v. Teva Pharmaceuticals USA, Inc., No. 17-1229 (Jan. 22, 2019), a 
unanimous Supreme Court held that the “on sale” bar of 35 U.S.C. § 102 as amended by the 
America Invents Act (“AIA”) includes secret sales of the invention.  By clarifying that “secret sales” 
triggers 35 U.S.C. § 102’s “on sale” bar in the post-AIA era, the Court’s decision sends yet 
another0020reminder to innovators on the importance of securing their patent rights early, 
especially if there is a sales or agreement concerning the invention.  
 
Pre-AIA, 35 U.S.C. § 102(b) stated that a person was not entitled to a patent if, inter alia, “the 
invention was . . . in public use or on sale in this country, more than one year prior to the date of 
the application for patent in the United States.” The Federal Circuit has consistently held that a 
sale need not be public to invalidate a patent. See e.g., Special Devices, Inc. v. OEA, Inc., 270 F.3d 
1353, 1357 (Fed. Cir. 2001) (sales for the purpose of commercial stockpiling of an invention that 
took place in secret was invalidating prior art).  This was consistent with Supreme Court 
jurisprudence. See e.g., Pfaff v. Wells Electronics, Inc., 525 U.S. 55, 67 (1998) (on-sale bar applies 
to any commercial offer for sale if the invention is “ready for patenting.”). The AIA subsequently 
amended 35 U.S.C. § 102 to read that an inventor is not entitled to a patent if “the claimed 
invention was patented, described in a printed publication, or in public use, on sale, or otherwise 
available to the public before the effective filing date of the claimed invention.”  
 
Plaintiff Helsinn Healthcare S.A. (“Helsinn”) argued that the change in 35 U.S.C. § 102 to add the 
language “or otherwise available to the public” meant that secret sales no longer triggered the 
on-sale bar.  Helsinn’s patents claimed priority to a provisional patent application filed in January 
2003. More than one year before that filing date, Helsinn had entered into confidential 
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agreements with MGI Pharma, Inc., (“MGI”) to sell its formulations in the United States.  These 
agreements required MGI to keep all information confidential.  Helsinn argued that the change 
in the statutory language meant that the “on-sale bar” under 35 U.S.C. § 102 was not triggered 
by secret sales. 
 
Affirming the Federal Circuit, the Supreme Court held that addition of the catch-all phrase 
“otherwise available to the public” could not overturn the settled meaning of “on sale” for the 
purposes of prior art determination under 35 U.S.C. § 102. Id. at 7-8.  Thus, all patents held by 
Helsinn were invalid as being “on sale” more than one year before the claimed priority date. 
 
Helsinn reaffirms the law on “on-sale bar” and reminds innovators to ensure that their business 
activities do not negate their patent rights.  This is particularly the case for smaller companies 
where early stage development agreements that may trigger the “on-sale bar” are more 
common, and the cost of early patent protection can be intimidating.  For litigation strategists, 
Helsinn reaffirms the need to vigorously seek discovery into all agreements before the filing date 
of the patent, including confidential ones. 


